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Opinion by English , Administrative Trademark Judge:

Melissa & Doug ,LLC (Ap pl i cant 6) seeks registration on

the background design (0Proposed


javascript:;

Ma r k fon the following goods and services based on a claim of acquired
distinctiveness under Section 2(f) of the Trademark Act, 15 U.S.C. § 1052(f) :1

T «Chil drends books, calendars, maps, chal k b
erase writing boards, printed responsibil ity charts, weather display boards,
pens, pencils, modeling clay, chalk, erasers, glue for stationery or household
use, arts and craft paint kits, paint brushes, stencils, rubber stamps, paper,
chil drenos activity books; magnmsisting @@ | ear n
calendars, maps, chalk boards for school and home use, dry erase writing
boards, printed responsibility charts and weather display boards; stickers;
markers; crayons; coloring books; writing pads of paper; writing pads of paper
containing pre -printed illustrations to decorate; educational material in the
nature of laminated paper placemats for developing educational skills;
chil drendés coloring sets consisting of pap
and pencils; writing implements containing i  nvisible ink; hobby craft kits
comprising stickers and paper substrates with pre -printed illustrations to
decorate; hobby craft kits containing paper, cardstock and paper -backed foam
pieces for decorating; temporary tattoo transfers; arts and crafts paper kits;
arts and craft clay kits; arts and crafts kits containing paper, fabric, pre -cut
and pre-printed cardstock -backed and paper-backed foam pieces, crayons,
markers, pencils, rubber stamps, stickers, stencils, coloring books, toy beads,
glue for household use, and temporary tattoo transfers; arts and crafts
decoupage paper kits; childrends activity
are revealed with the application of water; hobby craft kits containing a paper
substrate displaying a pattern or image wit h a scratchable opaque layer for
scraping off in a desired design to reveal portions of the pattern or image; hobby
craft kits containing paint, paint brushes and sponges, paper, fabric, felt, tape,
clay molds for clay, glue, stickers, stencils, beads, hoo k and loop fasteners,
paper-backed foam pieces, paper and cardstock preprinted with images for
decorating, adhesive paper substrates, substrates with transferrable foll
layers, string and toy looms; hobby craft kits containing stickers, beads, glue,
paper, paperbacked foam pieces, and adhesive paper substrates with a film
surface having a glitter effect; hobby craft kits containing adhesive paper
substrates and decorative foil sheetsd in

T 0Jigsaw puzzl es; toy vehicl es; domi nos; ma
building blocks; toy construction blocks; toy pattern blocks; toy alphabet and

1 Application Serial No. 87915069; filed May 10, 2018, under Section 1(a) of the Trademark

Act, 15 U.S.C. A 1051(a), based on Applicantdés cl
September 30, 2003 for the goods in International Classes 16 and 28, and first use and first

use in commerce on May 6, 2008 for the services in International Class 35. Applicant asserted

a claim of acquired distinctiveness in its March 27, 2019 Office Action Response, TSDR 4.



number blocks; toy beads; puppets; toy musical instruments; jump ropes; yo -

yO0s; spinning tops; const ruction toys; toy model vehicles and related accessories

sold as a unit; childrends multiple activi
type target games; magic tricks; pull toys; magnetic toy figures in the shape of

letters and numbers; memory and br ain teaser board games; manipulative

puzzle and construction games containing latches, locks and laces; hobby craft

sets for making wooden toy vehicles; toy animals; role -playing kits for play

consisting of toy kitchens, toy tool benches, toy barns, toy ca stles, toy parking

garages and toy horse stables; toy food items and toy utensils for preparing

food, sold as a unit; toy abacuses; toy pounding benches; toy cobbler benches;

shape sorting toys; toy boat s; I nset pu
educational games for developing fine motor, cognitive and counting skills;
chil drendés educational games for devel opi ng

memory games; manipulative games; parlor games; building games; card
games; wooden toys in the shape of animals , flowers and buildings; toy
accessories, namely, toy mobile phones, toy handbags, toy sunglasses and toy
key chains; balls in the nature of <childre
balls and plush balls; toy figures; butterfly nets; play tunnels; pl ay tents; play
houses and toy accessories therefor; toy food items; toy cooking utensils; toy
kitchen appliances; toy shopping carts; sand toys; toy tools; dolls; doll
furniture; doll accessories; doll houses and furnishings; plush toys; toy looms;
hobby craft kits for making toy clothing, dolls, doll clothing, toy figures, toy
vehicles, toy jewelry, toy hair accessories, toy picture frames, toy decorative
and Christmas tree ornaments, toy stained glass sculptures, toy jewelry and
trinket boxes, keepsake bo xes, toy mirrors, toy magic wands, toy tiaras, toy
clothing, toy wallets, toy key rings, and decorative toy landscapes and scenery

in the nature of animal habitats, fairy tale scenes, dinosaur habitats and
undersea habitats; toy scale model hobby craft kit s; toy 3-d eyeglasses; hobby
craft kits containing a transparent or translucent substrate with a scratchable
opaque layer for modification by the user to create simulated toy stained glass
sculptures; toy garden tools; toy binoculars; toy magnifying glasse s; toy

flashlightsdé in International Class 28; an
T 0Online retail store services featuring bc
and crafts kits, hobby craft kits, stationery, toys, games, puzzles, dolls,

costumes, juvenile f ur rationabQlass3mnd rugsd i n

The application includes the following description of the mark:

The mark consists of a red oval with a white border. The broken lines
inside the oval are not part of the mark, but serve only to show the
location of a logo, without regar d for the color or the characters which
comprise the logo. The broken lines around the periphery of the oval are



not part of the mark, but serve only to identify the perimeter of the white
border.

The colors red and white are claimed as features of the m ark .

The Trademark Examining Attorney refused  registration under Sections 1, 2, and
45 of the Trademark Act ,2 U.S.C. 88 1051-52 and 1127, on the ground that the
Proposed Mark fails to function as a trademark because the Proposed Mark is
nondistinctive for Appl i c amdsdad gsemwices and has not acquired
distinctiveness. 3 When the refusal was made final, Applicant appealed and requested
reconsideration. The Examining Attorney denied App !l i c aeques s for
reconsideration, 4 and the appeal resumed. The case is fully briefed . An oral hearing
was held on November 12, 2020.

We affirm the refusal to register.
|. Evidence

A.Applicantds Evidence

In support of its claim of acquired distinctiveness, Applicant submitted:

2 The Office also should have cited Section 3 of the Trademark Act, 15 U. S.C. § 1053, as a
basis for refusal because Section 3 concerns services, which also are covered by the involved
application.

3 The Office initially refused registration under Section 2(d) of the Trademark Act, 15 U.S.C.

§ 1052(d), and required amendments to the description of the mark and color claim.
September 9, 2018 Office Action, TSDR 2 -5. The Section 2(d) refusal was withdrawn, October
1, 2018 Office Action, TSDR 1, and Applicant satisfactorily amended the description of the
mark and color claim. Octo ber 24, 2019 Final Office Action, TSDR 1.

4 After Applicant requested reconsideration, the application was reassigned to Examining
Attorney Katherine DuBray who handled the appeal.



1 A declaration from Christopher G. Myers, Director, Supply  Chain for
Applicant , and exhibits thereto consisting of: >
U Printouts from Ap p | i cwelbsiteddsplaying the Proposed Mark ,
with the wording oO0OMelissaindhep I€toeug o wi
hand-corner of each page and on the featured products;

U Excerpts from Applicant ds pdsplajyiopgct page

the Proposed Mark, wi th the wording oOMelissa a
oval;
U Printouts from third -party retail websites feat

goods bearing the Proposed Mark , with the wording oM
Dougdé wi t hjintluding pages from the websites of Walmart,
Target, and Bed Bath & Beyond ;

U Photographs from brick -and-mortar retail store aisles showing the
Proposed Mark , with the wor dibogugdMewiitshsian atr
ovab,onAppl i cant 6s pr ecobisale-displays;amtl poi nt

0 Printouts from Applicantds I nstagr am, Twi tt

media accounts showing the Proposed Mark, with the wording

5 March 27, 2019 Office Action Response, TSDR 8 -36.

Applicant attached to its appeal brief a supplemental declaration from Mr. Myers oto clarify
the record 6 regarding the number of units Applicant has sold in the United States.
Applicantds Bri ef , ABplicdhilhad akpldined8 that kir. Myers 6 g@nali

declaration cited the number of units Applicant has sold worldwide.

We have not considered Mr . My er sd s uppl e niderecard shalld loelcanpletes i o n .
before an appeal is filed . Trademark Rule 2.142(d), 37 C.F.R. § 2.142 . If Applicant wished to
0 c | a the recprd, it should h ave filed a request for remand.



OMel i ssa and Dougdispleyed dsAppl t h@ntodal pr of
picture.

1 31 consumer declarations; ¢ and

T Thedecl aration of Wendy s&unseMiadcdmpaniedbAp pl i c a

copies of certificates of registration issued to Applicant for the mark

m&,&ssw - Docuﬁ

B. The Examining  Attorney sOEvidence

(0Composi teé& ania ithe 6 jnark

The Examining Attorney s submitted :
1 printouts from third -party websites for oval packaging labels ;10
1 the Merriam -We bst er online dictionary ;definitic

1 aprintoutfromathird -party websiCbcaColae lal ioprgducts ;12

6 August 21, 2019 Office Action Response, TSDR 11 -41.
7 January 13, 2020 Request for Reconsideration, TSDR 19 -21.

8 Registration No. 5736859 for goods in International Class 16 substantial  ly identical to the

goods identified in the involved application. The
Dougd in white text on a red oval background with
for Reconsideration, TSDR 22 -23.

° Registration Nos . 3203307 and 5736832 for, among other things, goods and services in

International Classes 16, 28 and 35 that overlap with the goods and services identified in the

involved application. The mark is described as ot
Id. at 24-26.

10 April 24, 2019 Office Action, TSDR 5 -14; October 24, 2019 Office Action, TSDR 15 -16.
11 October 24, 2019 Office Action, TSDR 7 -11.
12|d. at TSDR 12-14.



1 Printouts from a  website showing the following  sign:

omeen

MECHANICAL
ROOM

No Unauthorized Access
e 4;13 and

1 Third -party registrations for marks incorporating oval designs. 14

[I. Applicable Law

Where, as here, an applicant seeks to register a background design that is used in
connection with a word mark, that background design may be registered as a
trademark only if it creates a commercial impression separate and apart from the
word mark in conjunction with which it is used. In re Anton/Bauer Inc. , 1381 (TTAB
1988); see alsoln re Benetton Grou p S.p.A., 48 USPQ2d 1214, 1215 (TTAB 1998). df
the background design is inherently distinctive, it may be registered without evidence
that it is recognized as a trademark (i.e., without proof of secondary meaning); if it is
not inherently distin ctive,such pr oo f | sinre AntoowBater lacl ., USPQ2d
at 1381 (citing In re E.J. Brach & Sons , 256 F.2d 325, 118 USPQ 308, 310 (CCPA
1958)); see alsoln re Benetton Grp. S.p.A., 48 USPQ2d at 1215. Generally, 6 ¢ 0 mmo n
geometric shapes such as circles, squares, rectangles, triangles and ovals, when used
as backgrounds for the display of word marks, are not regarded as trademarks for the

goods to which they are applied absent evidence of distinctiveness of the bac kground

131d. at 17-43.
14 February 26, 2020 Denial of Request for Reconsideration, TSDR 5 -55.



desi gn late®enettondGrp. S.p.A., 48 USPQ2d at 1215-16; see also In re Am.
Academy of Facial Plastic and Reconstructive Surgery, 64 USPQ2d 1748, 1753 (TTAB
2002).
Applicant claims that the Proposed M ark has acquired distinctiveness under
Section 2(f) of the Trademark Act so we need not consider whether the mark is
inherently distinctive. See, e.g.,Y a ma h a vlHoghido Gakki Co. , 840 F.2d 1572, 6
USPQ2d 1001, 1005 (Fed. Cir. 1988) ( o Wher e, as her e, an appl

registration based on acquired distinctiveness under Section 2(f), the  statute accepts

a |l ack of Il nherent di sti nct i.vMatier shat isanet an es
inherently distinctive may be registered onthe P r i nci pal Register i f i
di stinctive of applicantds goods [or services

To establish secondary meaning, or acquired distinctiveness, in a background
design such as the Proposed Mark, Applicant must show that the Proposed Mark has
come to serve as an indication of origin separate and apart from the wording with
which it appears. See In re Raytheon Co., 202 USPQ 317, 319-20 (TTAB 1979).
oDi stinctiveness magaignficancé o the dedige[] pthis field of
products [and services] is as [a] designation[] of source rather than as [a] mere
background[] to t he presentats oworod ArdorgBaudeiacnt D
USPQ2d at 1383. Applicant bears the burden of establishing a prima facie case of
acquired distinctiveness. Ya ma ha 6 WSPQ24d.,at 1 0 0 AVhdn gegistration is
sought under Section 2(f), the board publishes the mark for opposition when it is

satisfied that the applicant has presented a prima facie case of acquired



di st i nct jseealaotnseda. Bish Fry Prods., Ltd. , 797 F.3d 1332, 116 USPQ2d

1262, 1265 (Fed. Cir. 2015) (burden on applicant to show acquired distinctiveness) ;

In re Virtual Independent Paralegals, LLC, 2019 USPQ2d 111512, *10 (TTAB 2019)

(same). The amount and character of the evidence required to establish acquired
distinctiveness depends on the facts of each case and the degree of non-distinctiveness

of the proposed mark. In re Gen. Mills IP Holdings Il, LLC , 124 USPQ2d 1016, 1018

(TTAB 2017); see alsoY a ma h a , 8 WSP@2d at 1008; In re Chevron Intellectual

Prop. Grp. LLC, 96 USPQ2d 2026, 2 UM &nd@aidTam@&ntdf010) ( ¢
evidence necessary to establish that a mark has acquired distinctiveness in relation

to goods or services depends on the nature of the mark and the circumstances
surrounding the use of.Herh &pplicant hasa heavglauddn c as e.
to show acquired distinctiveness because the Proposed Mark, consisting of a common

geometric shape in the colors red and white and serving as a background carrier for

the word mark MELISSA & DOUG |, is not the type of mark likel y to be perceived as

a source identifier . See, e.g.,Y a ma h a @ USP@2H at 1008; In re Serial Podcast,

LLC, 126 USPQ2d 1061, 1073 (TTAB 2018); Inre Lorillard Licensing Co., 99 USPQ2d

1312, 1316-17 (TTAB 2011).

In determining whether Appl i cant 0 s acquaed kdistinctaveness , we
consider the following factors : (1) association of the proposed mark with a particular
source by actual purchasers (typically measured by customer surveys); (2) length,
degree, and exclusivity of use; (3) amount and manner of advertising; (4) amount of

sales and number of customers; (5 ) intentional copying; and (6) unsolicited media



coverage of the product embodying the mark . Converse, Inc. v.| nt 0 | Trade Comr
909 F.3d 1110, 128 USPQ2d 1538, 1546 (Fed. Cir. 2018); see also In re SnoWizard,
Inc., 129 USPQ2d 1001, 1005 (TTAB 2018) (acknowledging the six factors the Federal
Circuit has identified oOoOto be considered in ¢
di st i nct.iWeeonsaer all®f)the Section 2(f) evidence of record as a whole; no
single fact is determinative. Converse, 128 USPQ2d at 1546 ( All six factors are to be
wei ghed together i n determining t heln eexi st en:
SnoWizard , 129 USPQ2d at 1005.
lll.  Analysis

A.Applicant ds Goods

We first assess whether Applicant has proven acquired distinctiveness in the
ProposedMark f or App !l i ¢ &ahereié evidemae cegasding each of the acquired
distinctiveness factors set forth above, except the sixth factor regarding unsolicited
media coverage.

1. Factor One: Association of the Proposed Mark with a Particular Source by
Actual P urchasers

Applicant did not submit survey evidence 15 but did submit 31 consumer
declarations obtained on July 19, 2019 from visitors to othe F
|l ocated in Rockefeller CeAp elri, c annt oNWeralyt X corr kn e §

Miller, averredt hat she and her assistant oOengaged vi

5The Examining Attorneyds criticisms of the decl a
evidence is misplaced.

16 August 21, 2019 Office Action Response, TSDR 11 -41.

-10 -



determine whether they [were] pur chasers of applicantdés good
they purchase[dlappl i cant 6s goods pri mar ithayqualifiedi ne or

witnesses were handeddé either a decl aration ¢

applicantdéds goods onlined or a declaration f
applicant 6s goodsthatatth er edead |l arsattoiroenssé ;0 cont ai ne
wit ness to fil |Iandthat the deglarahtawete6gdi rected t o r ea
indicate an understandingof each statement é | The deblawatiodsec | ar at

were completed by persons from 17 states 17 and the District of Columbia , reflecting
some geographic diversity among declarants. Cf. In re Lorillard Licensing, 99
USPQ2d at 1319 (criticizing consumer declarations because there was no indication
whether the declarants were all from the same city or whether they were
geographically diverse).
Each declarant averred as follows:
1 I purchase toys, books, and crafts for children.

1 | am familiar with Melissa & Doug and | have purchased their
products.

1 I have been asked to react to the Logo shown below:

1 IrecognizethisLogo.|seeitonMelissa& Dougds products and si

17 The states are Alabama, California, Colorado, Florida, Georgia, Hawaii, lllinois, low a,
Kansas, Maryland, Massachusetts, Mississippi, New Jersey, New York, Ohio, Pennsylvania,
and Tennessee.

-11 -



T 1 usually see the words O6Melissa & Dougo
dondt need to see those words to recogni z

T Whenever | see the Logo on a product, Ik
product from Melissa & Doug.

Each dedarant also completed blank spaces in the form regarding : (i) the capacity in
which he/ she purchases Applicantds product s:
parents, 2 as grandparents, 1 as a parent and teacher, 1 as a parent and great aunt,
1 as an aunt and teacher, 1 as a teacher, and 1 as an aunt; and ( ii) the retail outlets
through which he/ she oOousually purchasesod6 Appl
independent toy stores.

The declarations would have been more probative if the declarants had  identified
how often they pur cha steve @ap ipfériframatimetinfoematigro o d s b
that the declarants did provide and the fact that Applicant obtained the declarations
from visitors to a toy store that the  declarants have a certain level of familiarity with
Applicant and its products. Cf. In re Benetton Grp. S.p.A., 48 USPQ2d at 1217
@0finding it difficult to gauge the probative
because the record |l acked O0some basdvduakackgr o
and their experielimnee EBSCOHNdus.dno.] 4T BSPQ2d4 1913,
1916 (TTAB 1996) (applicant seeking to register a fishing lure  configuration
submitted consumer declarations , but the declarants did not specify why or how they
were familiar with fishing lures).  We further agree with Applicant8s assbkatti on t
requiring the declarants to write in information about themselves and the stores

through which they have purchased Appl i cant &s goods oi ndi vi

-12 -



testimonyand engage[ d] them to read the statefments
making the declarations more reliable. Indeed, a  few declarants added comments
emphasizing their agreement with the form statements in the declaration as shown

in the examples below: 19

4. Thave been asked to react to the Logo shown below:

5. TIrecognize this Logo. \1 see it on Melissa & Doug’s products and signs.
es

6.  Tusually see the words “Melissa & Doug” inside the logo. However, I don’t
need to see those words to recognize the Logo. \|©<

7. When I shop for products online, I can immediately recognize the Logo, even
when the computer screen is too small to make \?ut any words inside.
€S
8. Whenever I see the Logo on a product, I know that I’m purchasing a product

from Melissa & Doug. \LQ g

and

k & I have been asked to react to the Logo shown below:

- e i l
4. Irecognize this Logo. I see it on Melissa & Doug’s products and signs. :?@ :

The circumstances under which the declarations were obtained and each

decl arantds acti ve Igirthe formi guppbri that thé declazaots p

18 January 13, 2020 Request for Reconsideration, TSDR 19 -20, Miller Declaration, { 3.
19 August 21, 2019 Office Action Response, TSDR 17 and 24.

-13 -



engaged in some deliberation and understood the statements in the declaration  before
signing. Accordingly, while 31 declarants is a small number of relevant consumers ,
we find the declarations clear, reliable and probative of consumer perception , albeit
on a limited basis .
2. Factor Two: Length, Degree, and E xclusivityof Appl i cassmt 6s U
Applicant submitted the declaration of Christopher G. My er s,
Director, Supply Chain, who avers that: (i) Applicant 01i s one of t he I
manufacturers and sellers of toys and creative play sets in the United States and
worl dwi de €& well known ¢é for its I nf®Gvative
Applicant 6 sel | s a wi de range of t oyoslineeanddhrotighe at i ve
brick -and-mortar retail outlets ;2! (iii) don each product [Applicant] prominently
displays the [ Proposed] Mark as the background part of a composite which in  cludes
the term 06 Meliins whi & ebis)égpiicantalsg displays the Proposed
Mark on point of sale displays; 23 (v) Applicant 6 st arted selling goods
the [Proposed] Mark in the United States on September 30, 2003, and has been using
the [Proposed] Mark on those good continuously and substantially exclusively  in U.S.

commerce through the present date; &4 and (vi) 0[ i ] n each ye2818 from

20 March 27, 2019 Office Action Response, TSDR 8, Myers Declaration, I 2
211d. at 8-9, 11 2, 4 and 5.

22|d. at 8, T 2.
21d. at9,14. The Proposed Mark is not us-@-saledidplays,duton Appl
rather appears as part of the Composite M ar k just as it is displayed on

241d. at 10-11, 9.

-14 -



[Applicant] sold more than 100 million units which display the trademark, with
annual sales averaging Zmore than $300 mi
For more than sixteen years Applicant ha s prominently and consistently

displayed the Proposed Mark as part of its Composite  Mark

on each of its products as well as at points of
purchase as shown in the examples below.

Printout from Amazon.com :26

From classic wooden toys to creative crafts for every age, Melissa &
Doug's timeless products educate and enrich in a way that's as natural as
playtime itself.

Since their company's founding 25 years ago, Melissa and Doug have
been committed to making exceptional children’s products, with a focus on
hands-on creative play and superior customer service.

With their recognizable red-oval logo, Melissa and Doug put their names
on every product they make--a symbol of their commitment to quality,
attention to detail, and dedication to improving playtime for families around
the world.

View larger

Product Description: Features:

Perfect for kids who are ready to learn to tell time, this sturdy
wooden learning clock features hands that rotate with a gentle
click, marking off the minutes as they go. The detailed clock face
has large red numbers to match the hour hand, small blue numbers
to match the minute hand, and a segmented color disk to help kids
visualize "quarter past" and "half past." As children move the hands
to change the analog time, a self-adjusting digital clock allows them
to check their time-telling skills against an easy-to-read numeric
equivalent—or slide the shutter closed to hide the “answer” from
view.

» Kid-powered learning
clock
o Sturdy "time cards" slot

cally changes
to match the analog time
shown

» Hands move
ndependently—perfect
for learning and
teaching time

« Promotes hand-eye
coordination and

View larger

concepts of time
encourages abstract
thinking, explorative
play, and independent
earning

25 1d. The cited number of units sold is worldwide, Appeal Brief, 8 TTABVUE 8, n.4, but we
keep in mind that Applicant is a U.S. company based in Wilton, Connecticut.

26 March 27, 2020 Office Action Response, TSDR 19, Myers Declaration, Exhibit B.

-15 -



Photographofan 0 [ e] x e trk-and-pnor t ar st dre ai sl eod:

271d. at TSDR 29, Exhibit D. We have cropped extraneous matter from the photo.

-16 -



Appl i ccomsisténs prominent and extensive use of the Composite M ark

m.&issa/ g Dacuﬁ

that consumers may recognize Appl i cantds red and white oval

for more than sixteen years provides some support

a source identifier for ApplicantMEISSA&ods s efj

DOUG word mark. See In re Raytheon Co., 202 USPQ at 319-20 (finding oval

background design had acquired distinctiveness as a mar k f ooelapepti@man

tubesd6 separate and apart from the word mark

center of the oval design based,i n part, on omore than 45 mil

bearing the composite mar k 0 Ranyl96i end 1986).#nd de s

is important to note , however, that Applicant has shown no use of the Proposed Mark

separate and apart from the Composite Mark. In re Hillerich & Bradsby Co., 304 F.2d

287, 97 USPQ 451, 452-53 (CCPA 1953) ( f ac't t hat ovallongadi gn 0c¢e

extensive wusage in connection with other reg

support finding of acquired distinctiveness,;

appear to make the applicantdés task more diff
Turning to whether Ap p | i cuaerot tiie Proposed Mark has been substantially

exclusive, Mr. Myers averred that Applicant has been making substantially exclusive

use of the Proposed Mark i n t he U. S. for Applicantds goo

Applicant has oOnot encountered any other sell

-17 -



uses a configuration whi &lhe[Examihing#itomeylciesy t o t h
17 third -party registrations 2° as owei gh[ i ng] against Applic
O6substantially exclusive used6 and oOdemonstr at
of marks containing the applied -f or red oval, used as a 3i mil al
But there is no evidence that any of the t hird -party registered marks are in use. The

registrations themselves are not proof that consumers are familiar with the

regi stered marks or that the marks have been
pur chasi ng InpeuChitox GoJ 578 &.2d 305, 198 USPQ 337, 342-43 (CCPA

1978) O A r egi st r atinhaently dore demate 6 whet her the publ
been exposed toa mark) ; see also TiVo Brands LLC v. Tivoli, LLC , 129 USPQ2d 1097,

1117 (TTAB 2 @artg regisfradiohharemat evidence that the marks shown
therein are in use, or that t Wioupevitlehce of i s f a
actual use, we cannot ascertain whether the registered marks are inconsequential or

infringing or whether they are being used in a way that co ntradicts Applicant 0 s

assertion that it is making substantially exclusive use of the Proposed Mark. 31 L.D.

28 March 27, 2019 Office Action Response, TSDR 10 -11, Myers Declaration, 1 8 -9.

29 The Examining A ttorney also submitted a less than five year old registration that issued
based on a foreign registration (Registration No . 5757721) and one intent -to-use application
(Serial No. 88502500 ). February 26, 2020 Request for Reconsider ation Denial, TSDR 33 -38.
This evidence has limited probative value. In re Toshiba Med. Sys. Corp., 91 USPQ2d 1266,
1270 n.8 (TTAB 2009) ( registrations issued based on foreign registrations and intent  -to-use

applications oO0are not even necessathematksshowindence o
therein in the. United Stateso

3011 TTABVUE 8.

3 The oval | abel s, 0da@6gkaod opagadi easnad tCoec aEx a mi n

submitted are not related to the goods and services for which Applicant seeks registration,
and therefore, have little , if any, probative value. Cf. In re K -T Zoe Furniture , Inc., 16 F.3d
390, 29 USPQ2d 1787, 1789 (Fed. Cir. 1994) (evidence of acquired distinctiveness must

-18 -



Kichler Co. v. Davail , Inc., 192 F.3d 1349, 52 USPQ2d 1307, 1309 (Fed. Cir. 1999)

(inconsequential or infringing third -party wuse 0doesinvaliddtetheecessar

applicantds claimdé of 3¥substantially exclusive
Moreover, n ot all of the cited marks are pertinent.  Only marks that are identical

or Osubstantially similaro to the nmGonvkrsesought

128 USPQ2d at 1547 ( 0 Al t hough we agr eevidsnce dithausecof | TC t |

similar but not identical trade dress may inform the secondary ~ -meaning analysis, we

think such uses must be substant iThdfollgwingi mi | ar

three marks aresubstantially similar to Applicantds n

and white ovals with word marks confined to inside the oval s and they cover some of

the same goods as the involved application: 32

D g

The following mark s also are worth noting: 34

orelate to the specific [goods or] services set f
which registration is soughtd)

32 February 26, 2020 Denia | of Request for Reconsideration, TSDR 27 -29 and 39-43.

During the hearing, Applicant acknowledged that the mark for which it seeks registration
is not broad enough to encompass lettering that would extend outside the interior red oval
portion of the Pro posed Mark.

33 The application for this mark matured to registration after the commencement of this
appeal.

34 d. at 30-32 and 50-52.
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The remaining registered marks contain additional matter or colors or cover

35

distinguishable goods such t hat we do not f isimidr 6t hteom tohseu b
Proposed Mark .

The cited third -party marks are relevant to the conceptual strength of the
Proposed Mark and reinforce our conclusion that the Proposed Mark is not the type
of mark likely to be perceived as a source indicator, and therefore, Appl i cant ds bur
to establish acquired distinctiveness is quite high. Cf. In re Pacer Tech., 333 F.3d
1348, 67 USPQ2d 1629, 1630-32 (Fed. Cir. 2003) (finding 11 design patents, some of
which were owned by a prpna faceenidefce t @amp extpiptl o0 rc a n
adhesive container cap design was not inherently distinctiv  e; Patent and Trademark
Of fice did not have o0to show that the patent
rel evant mar ket pl ace as p)aButtthe edistered markpdoi ma f ac
not demonstrate that the Proposed Mark is not in substantially excl usive use.

Insum, Appl i cant ds | e ngulstantial axclgsivigy eof useinpaovides

some support for Ap p | i ¢ a n toBasquired disiinativeness, but the fact that the

35 The drawing of the mark is lined for the color red. The registration issued based on a foreign
registration, but it has b een renewed. February 26, 2020 Denial of Request for
Reconsideration, TSDR 5 -7.

36 The record includes some allegedly infringing third  -party uses discussed below, but we do
not have enough information about such uses to find that they invalidate Ap p | i cckimt 6 s
of substantially exclusive use.
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